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DETAILED ACTION 
Double Patenting 

Claims 1-4 and 6-7 are rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claims 1-20 of U.S. Patent No. 5,999,336 in view of 
Galiani. Although the conflicting claims are not identical, they are not patentably distinct from 
each other because it would have been obvious to one having ordinary skill in the art at the time 
the invention was made for the cardholder to be made of one piece of plastic material as 
disclosed below. 

Regarding independent claim 1, Yang 5,999,336 (herein referred to as Yang '336) 
discloses a cardholder made of plastic configured as a rectangle-shaped cardholder with 
dimensions approximating a standardized card carried by a person, wherein the plastic material 
contains at least two folded edges which form at least a pair of tracks of the cardholder for 
slipping on and off one or more standardized cards (Claims 1 and 4), but does not specifically 
disclose that the cardholder is made of one piece of plastic material. However, it has been held 
that the use of a one piece construction instead of the structure disclosed in the prior art would be 
merely a matter of obvious engineering design. In re Larson, 340 F.2d 965, 968, 144 USPQ 347, 
349 (CCPA 1965). Therefore it would have been obvious to one having ordinary skill in the art 
at the time the invention was made for cardholder of Yang '336 to be made of one piece of 
plastic material since the use of a one piece construction would be a matter of obvious 
engineering design. Nevertheless, Galiani teaches of a magnifying container, including a fresnel 
lens made of one piece of plastic material for the purpose of providing a flexible transparent 
polymer material for the magnifying holder (Column 4, line 60-Column 5, line 23). Therefore it 
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would have been obvious to one having ordinary skill in the art at the time the invention was 
made for cardholder of Yang '336 to be made of one piece of plastic material since Galiani 
teaches of a magnifying container, including a fresnel lens, made of one piece of plastic material 
for the purpose of providing a flexible transparent polymer material for the magnifying holder. 

Regarding claims 2-4, Yang '336 and Galiani disclose and teach of a cardholder as 
shown above and Yang '336 further discloses the limitations therein (Claims 1 and 10 of Yang 
'336). 

Regarding claims 6-7, Yang '336 and Galiani disclose and teach of a cardholder as 
shown above and Yang '336 further discloses the limitations therein (Claims 1-3, 5, and 10 of 
Yang '336). 

Claims 5 and 8-25 are rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claims 1-20 of U.S. Patent No. 5,999,336 in view of 
Galiani (as shown above in claims 1-4 and 6-7) and further in view of Finkelstein et al US 
6,176,430 (herein referred to as Finkelstein et al '430). 

Regarding claims 5 and 8-25, Yang '336 and Galiani discloses a plastic cardholder 
comprising the same limitations as the present invention as shown above, wherein Galiani further 
teaches of the cardholder including tab-like extensions (Column 5, lines 24-54, wherein the tab- 
like extensions are "26" and "28", Figures 1-4), but do not specifically disclose that the plastic 
material is polyester, PVC, or polycarbonate, that the plastic sheet is covered by an opaque 
coating using a mask except on the viewing portion, or that the plastic material is heated to form 
the tracks from tab-like extensions being bent by 180 degrees. Finkelstein et al '430 teaches of a 
card with a fresnel lens made of polyester, PVC or polycarbonate for the purpose of using an 
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amorphous material (Column 7, lines 9-32, wherein the card "48" is made of polyester, PVC, or 
polycarbonate, Figure 6), wherein the card is covered by an opaque coating using a mask except 
on the viewing portion for the purpose of providing the necessary graphics on the plastic and 
forming a region for the magnifying lens (Column 10, lines 26-34, wherein the opaque layer 
"304" is printed on using a silk screen, i.e. mask, Figures 17-19), and wherein the plastic 
material is heated for the purpose of obtaining the desired shape (Column 9, line 66-Column 10, 
line 9, Figure 15). Therefore it would have been obvious to one having ordinary skill in the art at 
the time the invention was made for the cardholder of Yang '336 and Galiani to farther include 
the plastic material being polyester, PVC, or polycarbonate, wherein the plastic sheet is covered 
by an opaque coating using a mask except on the viewing portion, and wherein the plastic 
material is heated to form the tracks from tab-like extensions being bent by 180 degrees since 
Finkelstein et al'430 teaches of a card with a fresnel lens made of polyester, PVC or 
polycarbonate for the purpose of using an amorphous material, wherein the card is covered by an 
opaque coating using a mask except on the viewing portion for the purpose of providing the 
necessary graphics on the plastic and forming a region for the magnifying lens, and wherein the 
plastic material is heated for the purpose of obtaining the desired shape. 

The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In re LongU 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
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F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970); and, In re Thorington, 418 R2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1 .130(b). 

Effective January 1 , 1 994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 

Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1-4 and 6-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over Yang 
5,999,336 (herein referred to as Yang '336) in view of Galiani. 

Regarding independent claim 1, Yang 5,999,336 (herein referred to as Yang '336) 
discloses a cardholder made of plastic configured as a rectangle-shaped cardholder with 
dimensions approximating a standardized card carried by a person, wherein the plastic material 
contains at least two folded edges which form at least a pair of tracks of the cardholder for 
slipping on and off one or more standardized cards (Claims 1 and 4), but does not specifically 
disclose that the cardholder is made of one piece of plastic material. However, it has been held 
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that the use of a one piece construction instead of the structure disclosed in the prior art would be 
merely a matter of obvious engineering design. In re Larson, 340 F.2d 965, 968, 144 USPQ 347, 
349 (CCPA 1965). Therefore it would have been obvious to one having ordinary skill in the art 
at the time the invention was made for cardholder of Yang '336 to be made of one piece of 
plastic material since the use of a one piece construction would be a matter of obvious 
engineering design. Nevertheless, Galiani teaches of a magnifying container, including a fresnel 
lens made of one piece of plastic material for the purpose of providing a flexible transparent 
polymer material for the magnifying holder (Column 4, line 60-Column 5, line 23). Therefore it 
would have been obvious to one having ordinary skill in the art at the time the invention was 
made for cardholder of Yang '336 to be made of one piece of plastic material since Galiani 
teaches of a magnifying container, including a fresnel lens, made of one piece of plastic material 
for the purpose of providing a flexible transparent polymer material for the magnifying holder. 

Regarding claims 2-4, Yang '336 and Galiani disclose and teach of a cardholder as 
shown above and Yang '336 further discloses the limitations therein (Claims 1 and 10 of Yang 
'336)! 

Regarding claims 6-7, Yang '336 and Galiani disclose and teach of a cardholder as 
shown above and Yang '336 further discloses the limitations therein (Claims 1-3, 5, and 10 of 
Yang '336). 

Claims 5 and 8-25 are rejected under 35 U.S.C. 103(a) as being unpatentable over Yang 
'336 in view of Galiani and further in view of Finkelstein et al '430. 

Regarding claims 5 and 8-25, Yang '336 and Galiani discloses a plastic cardholder 
comprising the same limitations as the present invention as shown above, wherein Galiani further 
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teaches of the cardholder including tab-like extensions (Column 5, lines 24-54, wherein the tab- 
like extensions are "26" and "28", Figures 1-4), but do not specifically disclose that the plastic 
material is polyester, PVC, or polycarbonate, that the plastic sheet is covered by an opaque 
coating using a mask except on the viewing portion, or that the plastic material is heated to form 
the tracks from tab-like extensions being bent by 180 degrees. Finkelstein et al '430 teaches of a 
card with a fresnel lens made of polyester, PVC or polycarbonate for the purpose of using an 
amorphous material (Column 7, lines 9-32, wherein the card "48" is made of polyester, PVC, or 
polycarbonate, Figure 6), wherein the card is covered by an opaque coating using a mask except 
on the viewing portion for the purpose of providing the necessary graphics on the plastic and 
forming a region for the magnifying lens (Column 10, lines 26-34, wherein the opaque layer 
"304" is printed on using a silk screen, i.e. mask, Figures 17-19), and wherein the plastic 
material is heated for the purpose of obtaining the desired shape (Column 9, line 66-Column 10, 
line 9, Figure 15). Therefore it would have been obvious to one having ordinary skill in the art at 
the time the invention was made for the cardholder of Yang 6 33 6 and Galiani to further include 
the plastic material being polyester, PVC, or polycarbonate, wherein the plastic sheet is covered 
by an opaque coating using a mask except on the viewing portion, and wherein the plastic 
material is heated to form the tracks from tab-like extensions being bent by 180 degrees since 
Finkelstein et al '430 teaches of a card with a fresnel lens made of polyester, PVC or 
polycarbonate for the purpose of using an amorphous material, wherein the card is covered by an 
opaque coating using a mask except on the viewing portion for the purpose of providing the 
necessary graphics on the plastic and forming a region for the magnifying lens, and wherein the 
plastic material is heated for the purpose of obtaining the desired shape. 
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Claims 1-4 and 6-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Galiani. 

Regarding independent claim 1, Galiani discloses a cardholder made of a one piece 
plastic configured as a rectangle-shaped cardholder (Column 4, line 60-Column 5, line 23, 
wherein the cardholder "10" is rectangular and made of one piece of plastic material, Figure 1) 
wherein the plastic material contains at least two folded edges which form at least a pair of tracks 
of the cardholder for slipping on and off one or more cards (Column 5, lines 24-54, wherein the 
tracks are the edges of frame structure "22" wherein the pivot body "30" aids in slipping cards 
into or out of the holder, Figures 1-4), but does not specifically disclose that the cardholder has 
dimensions to approximate a standardized card carried by a person. However, it has been held 
that a mere change in the size of a components disclosed in the prior art would be merely a 
matter of obvious engineering design. In re Rose, 220 F.2d 459, 105 USPQ 237 (CCPA 1955). 
Therefore it would have been obvious for the cardholder of Galiani to further include dimensions 
to approximate a standardized card carried by a person since it has been held that a mere change 
in the size of a components disclosed in the prior art would be merely a matter of obvious 
engineering design. 

Regarding claims 2-4, Galiani further discloses that the cardholder include J-shaped 
tracks (See Figures 1-4) wherein the plastic material includes a magnifier view portion 
constituted by fresnel contour lines stamped on either side of the viewing portion of the 
cardholder (Column 6, lines 16-24, wherein the fresnel magnifying lens is "62", Figures 1-4). 

Regarding claims 6-7, Galiani further discloses that the size, shape, and position of the 
viewing portion is determined on the basis of the level of viewing desired, although limited by 



Application/Control Number: 10/774,434 Page 9 

Art Unit: 2873 

the surface dimension of the cardholder and that the viewing portion covers a rectangular-shaped 
area having its elongated sides extending parallel to the pair of tracks (Column 4, line 60- 
Column 5, line 54 and shown in Figures 1-4, wherein the viewing portion is based on the printed 
material to be read and runs parallel to frame "22"). 

Claims 5 and 8-25 are rejected under 35 U.S.C. 103(a) as being unpatentable over Galiani 
in view of Finkelstein et al '430. 

Regarding claims 5, 8, 12-14, and 21-25 Galiani discloses a plastic cardholder as shown 
above including tab-like extensions (Column 5, lines 24-54, wherein the tab-like extensions are 
"26" and "28", Figures 1-4), but does not specifically disclose that the plastic material is 
polyester, PVC, or polycarbonate, that the plastic sheet is covered by an opaque coating using a 
mask except on the viewing portion, or that the plastic material is heated to form the tracks from 
tab-like extensions bent by 180 degrees. Finkelstein et al '430 teaches of a card with a fresnel 
lens made of polyester, PVC or polycarbonate for the purpose of using an amorphous material 
(Column 7, lines 9-32, wherein the card "48" is made of polyester, PVC, or polycarbonate, 
Figure 6), wherein the card is covered by an opaque coating using a mask except on the viewing 
portion for the purpose of providing the necessary graphics on the plastic and forming a region 
for the magnifying lens (Column 10, lines 26-34, wherein the opaque layer "306" is printed on 
using a silk screen, i.e. mask, Figures 17-19), and wherein the plastic material is heated for the 
purpose of obtaining the desired shape (Column 9, line 66-Column 10, line 9, Figure 15). 
Therefore it would have been obvious to one having ordinary skill in the art at the time the 
invention was made for the cardholder of Galiani to further include the plastic material being 
polyester, PVC, or polycarbonate, wherein the plastic sheet is covered by an opaque coating 
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using a mask except on the viewing portion, and wherein the plastic material is heated to form 
the tracks from tab-like extensions being bent by 180 degrees since Finkelstein et al '430 teaches 
of a card with a fresnel lens made of polyester, PVC or polycarbonate for the purpose of using an 
amorphous material, wherein the card is covered by an opaque coating using a mask except on 
the viewing portion for the purpose of providing the necessary graphics on the plastic and 
forming a region for the magnifying lens, and wherein the plastic material is heated for the 
purpose of obtaining the desired shape. 

Regarding claims 9-11, 15-20, Galiani and Finkelstein et al '430 disclose and teach of a 
cardholder as shown above and Galiani further discloses that the cardholder include J-shaped 
tracks and have curved corners to hold the cards (Figures 1-4) wherein the plastic material 
includes a magnifier view portion constituted by fresnel contour lines stamped on either side of 
the viewing portion of the cardholder (Column 6, lines 16-24, wherein the fresnel magnifying 
lens is "62", Figures 1-4) wherein the size, shape, and position of the viewing portion is 
determined on the basis of the level of viewing desired, although limited by the surface 
dimension of the cardholder and that the viewing portion covers a rectangular-shaped area 
having its elongated sides extending parallel to the pair of tracks (Column 4, line 60-Column 5, 
line 54 and shown in Figures 1-4, wherein the viewing portion is based on the printed material to 
be read and runs parallel to frame "22") and including cut-away portions to easily remove the 
card from the holder (Column 5, lines 24-54, wherein the tracks are the edges of frame structure 
"22" wherein the pivot body "30" aids in slipping cards into or out of the holder through an 
opening in the body, Figures 1-4). 
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Conclusion 



The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Spector, DeField, and Tiscione et al are cited as being some similar structure to the 
claimed invention. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jessica T Stultz whose telephone number is (571) 272-2339. The 
examiner can normally be reached on M-F 8-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Georgia Epps can be reached on 571-272-2328. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Jessica Stultz 
Patent Examiner 
AU 2873 
August 4, 2004 




